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This Amendment is submitted in response to the Office Action 
dated June 18/ 2003. In the Office Action, the Patent Office 
objected to Claim l stating that the recitation of *the wall*' lacks 
proper antecedent basis. Further, the Patent Office rejected Claim 
20 under 35 U.S.C. §112/ first paragraph, as failing to comply with 
the written description retirement . In addition, the Patent 
Office rejected Claims 1, 5 and 9 under 35 U.S.C, §102 (b) as being 
anticipated by Mori et al - (U.S. Patent No. 4,661,695); rejected 
Claims 11 and 14 under 35 U*S.C, §102 (b) as being anticipated by 
Low (U.S. Patent No, 5,271,505); and rejected Claims 17, 18 and 20 
under 35 U.S.C. §102 (b) as being anticipated by Segerson et al . 
(U.S. Patent No. 4,902,903). Further, the Patent Office rejected 
Claims 2, 3 and 10 under 35 U.S.C. §103 (a) as being unpatentable 
over Mori et al . in view of Smietana (U.S. Patent No. 5,231,959); 
rejected Claims 4 and 6 under 35 U.S.C. §103 (a) as being 
unpatentable over Mori et al. in view of Lowi, Jr. (U.S. Patent No. 
5,799,629); rejected Claim 7 under 35 U.S.C. §103 (a) as being 
unpatentable over Mori et al- in view of Lowi, Jr. and further in 
view of Brunet et al . (U.S. Patent No. 6,170,573); rejected Claim 
a under 35 U.S.C. §103 (a) as being unpatentable over Mori et al./ 
rejected Claims 11, 12 and 14 under 35 U.S.C. §103{a) as being 
unpatentable over Lowi, Jr.; rejected Claim 13 under 35 U.S.C. 
§103 (a) as being unpatentable over Xiowi, Jr. in view of Smietsma; 
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rejected Claims 15 and 16 under 35 U.S.C, §103 (a) as being 
unpatentable over Lowi, iXr, in view of Mori et al . ; rejected Claim 
19 under 35 U.S.C. §103 (a) as being unpatentable over Seger^orx et 
al.; and rejected Claims 21 and 22 under 35 tt.S.C. §103(a) as being 
unpatentable over Seger&on et al . in view of Lowx, Jr. 

By the present Amendment, Applicant amended Claims 1, 11 and 
20, Applicant asserts that the amendments to the claims and the 
remarks that follow overcome the objection and rejections made by 
the Patent Office and places the application in condition for 
allowance. Notice to that effect is requested. 

With respect to the objection to Claim 1 alleging that the 
claim has an informality, the Patent Office alleged that the phrase 
*the wall" lacked proper antecedent basis. In response to the 
objection, Claim 1 was amended by replacing *the wall" with w the 
body'' to provide proper antecedent basis ♦ Accordingly, Applicant 
submits that the objection with respect to Claim 1 has been 
overcome. Notice to that effect is requested. 

With respect to the rejection of Claim 20 under 35 U.S.C. 
§112, first paragraph, the Patent Office alleges that Claim 20 
fails to comply with the written description requirement. The 
Patent Office alleges that Claim 20 contains subject matter which 
was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the 
inventor, at the time the application was f iled, had possession of 

-7- 
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the claimed invention. Moire specifically, the Patent Office 

asserts that there is insufficient support for an embodiment in 

which a eeal is positioned exterior to the machine element as 

required by Claim 20. By the present Amendment, Applicant amended 

Claim 20 to define the step of positioning a seal within the 

machine element* Applicant asserts that the positioning of a seal 

within the machine element is described in the specification* 

Moreover, Applicant asserts that, for the foregoing reasons, the 

specification conveys subject matter in such a way as to reasonably 

convey to one skilled in the art that the Applicant, at the time 

the application was filed, had possession of the claimed invention. 

Therefore, the rejection of Claim 20 under 35 U.S.C* §112, first 

paragraph/ has been overcome and should be withdrawn. Notice to 

that effect is requested. 

In the Office Action, the Patent Office rejected Claims 1, 5 

and 9 under 35 XJ.S.C, §102 (b) as being anticipated by Mori et al. 

(U.S. Patent No. 4,661,695). The Patent Office alleged that: 

Mori et al, disclose {see Figure 1) an apparatus for 
measuring displacement, comprising: a machine element (2) 
having an interior wall, an exterior wall and a first end 
wall {between VI and V2) enclosing the interior wall; a 
shaft element (attached to 3) within the machine element; 
a head element (3) attached to the shaft element adjacent 
to the interior wall; a light source {within 4; 44 of 
Figure 2) attached to the machine element; and a sensor 
{45 of Figure 2) attached to the machine element and 
positioned to detect intensity of light within the 
machine element wherein the intensity of light 
corresponds to a position of the head element within the 
machine element at any point between the first end and 
the second end (see Figures 6 and 7) . Mori at al. 
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further disclose (see Figure 2) an second sensor (other 
instance of 45) attached to the first wall. Further, 
since the walls and ends of Mori et al* can be designated 
as first or second or vice versa, Mori et al, disclose 
the light source is attached at a first oar second wall. 

However , independent Claim 1, as amended, defines an apparatus 
for measuring displacement having a machine element which has a 
light source within the interior surface of the machine element. 
Moreover, Claim l requires a sensor within the interior surface of 
the machine element positioned to detect intensity of light within 
the machine element. 

On the contrary, Mori et al , merely teach an apparatus which 
detects a position of a piston when the piston reaches a top dead 
center position in an engine. Further, Mori et al. teach *the 
cylinder head 2 is provided with a TDC position detector 4 
penetrating therethrough. The lower half of the detector 4 is 
screwed to the cylinder head 2." (See Mori et al . , Col. 2, lines 
34-36.) Still Further, Mori et al. merely teach "the upper end of 
the fiber 43a acting as a light inlet path is connected to a light 
emission element 44 such as a light emission diode provided within 
the upper half portion 40a." (See Afori et al . , Col 2, lines 59-62.) 
Moreover, Mori et al. merely teach *the upper end of each fiber 43b 
acting as a light outlet path is connected to a light reception 
element such as a photo diode. The light emission element 44 and 
the light reception elements 45 are secured to a printed circuit 
board 46." (See Mori et al., Col. 2, lines 63-67,) 

-9- 
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Contrary to the assertions of the Patent Office, Mori et al. 
do not teach or suggest an apparatus for measuring displacement 
having a light source within the interior surface of the machine 
element as required by Claim 1. Further , Mori et al . do not teach 
or suggest a sensor within the interior surface of the machine 
element positioned to detect intensity of light within the machine 
element as required by Claim 1. 

Moreover, Mori et al. actually teach away from the apparatus 
for measuring displacement having the light source within the 
interior surface of the machine element because the light emission 
diode is only provided within the upper half portion of the TDC 
position detector. The light emission diode of Mori et al. is not 
located within the combustion chamber and is actually located 
outside of the cylinder head. Further, Mori et al. also teach away 
from the sensor within the interior surface of the machine element 
because the upper end of each fiber 43b is connected to a light 
reception element. The light reception element of Mori et al- is 
also not located within the combustion chamber and is actually 
located outside of the cylinder head. Thus, Mori et al . clearly 
teach away from the light source within the interior of the machine 
element and the sensor within the interior surface of the machine 
element as specifically defined in Claim 1. 

With respect to the rejection of Claims 1, 5 and 9 under 35 
U.S.C* §102 (b) , anticipation requires that a single reference 
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discloses each and every element of Applicant's claimed invention. 
Akzo N.V. U.S. International Trad© Commission, 808 F.2d 1471, 
1479, 1 USPQ 2d. 1241, 1245 (Fed. Cir. 1986) . Moreover, 
anticipation is not shown even if the differences between the 
claims and the reference are "insubstantial* and one skilled in the 
art could supply the missing elements. Structure Rubb&r Products 
Co. v. ParJc Rubber Co, , 749 F.2d. 707, 716, 223 USPQ 1264, 1270 
{Fed, Cir« 1984} . 

Since Mori et al . fail to disclose the elements defined in 
amended Claim 1, the rejection under 35 U.S.C. §102 (b) has been 
overcome and should be withdrawn. Notice to that effect is 
requested* 

In the Office Action, the Patent Office rejected Claims 11 and 

14 under 35 U.S.C. §102 (b) as being anticipated by Low (TJ,S. Patent 

No, 5,271,505), The Patent Office alleged that-. 

Low discloses (see Figures 2) an apparatus for cleaning 
a machine component, comprising; a machine element (16) 
having a body defining an interior wherein the body has 
an interior surface and a length defined between a first 
end (top) and second end (bottom) ; a shaft element (33) 
movable within the machine element; and a head element 
(screw at arrow) attached to the shaft element and 
adjacent to the interior wall of the machine element; and 
a first brush (32) positioned at the end wall of the 
machine element in contact with the shaft element. Low 
further discloses (see Figure 2) a second brush (matching 
brush on the right; not labeled) positioned exterior to 
the body of the machine element. 



However, independent Claim 11, as amended, defines an 
apparatus for cleaning a machine component having a first brush 
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which is positioned on the exterior wall of the first end of the 
body wherein the first brush contacts the shaft element. 

On the contrary, Low merely teaches a colour sorting machine 
for sorting material into desired and undesired portions. Further, 
Low teaches ^each cleaning^ calibration member 31 comprises a wiper 
brush 32 which is secured to the lower end of a light- reflecting 
white or otherwise coloured calibration block 33- Each cleaning- 
calibration member 31 is mounted in a housing 34 which is arranged 
to be moved by a piston 35 of an hydraulically or pneumatically 
actuated wiper cylinder 36 (See Low, Col. 3, lines 37-43.) Still 
further, Low merely teaches "each wiper brush 32 ia aligned with 
its respective transparent tube 16 so that, on operation of the 
piston 35, the wiper brush 32 is moved down and up in contact with 
the wall of the transparent tube 16 so as to clean the said wall." 
{See Low, Col. 3, lines 49-53.) Moveover, Low merely teaches *it 
is preferred that the wiper brush 32 has made three (i.e. down-up- 
down) cleaning movements over the said wall before calibration 
occurs." (See Low t Col. 4, lines 3-6.) 

Contrary to the assertions of the Patent Office/ Low does not 
teach or suggest an apparatus for cleaning a machine component 
having a first brush positioned on the exterior wall of the first 
end of the body wherein the first brush contacts the shaft element 
as required by Claim 11* 

Moreover, Low actually teaches away from the apparatus for 
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cl«anixig «. m«iciilrL«> componMiit: h.*ving tr. * i jr » t »j>-r*x*»n A t ion«d on 

t n«-» «->^ct^ t«jr :l.or w*» L X ^lrot: «nd tr*£ fc>c?rfy whoar* i n cii« f lar*^ 

}^jru*ll <r? <=>n tacta V. he £»naft «s Xe-svnmnt t>r?C£iv>»* Clio wip«r tor-u«l> 32 m<£»*ve*« 
down anti U£> iz* aont^ct tn tl*fc wall <=> *" t:h.<a b ranapArwnh tr ul^e e<=» 

tr.ts ''•*n th.o wall. «3f»«»t7dL .1. ly , -Cow toaonwi*> «esa<=n wipnj: 

fc> j-ru.j»n 3jJ i if^n^d with itq <sps>a<^ t 3- v«-« t ar»n#fi«venfe f=xaJc« a. « 

-t_he».t , on *=> ntis:r-i»t icm <r>±T t >i*» pj.»t;on 3S, the wiper tomioli z»s ljv m«^>-v«^d 
down Aixd up *.n o«=»rata<_3t with wa!2 c-7.fr tliei t mn«par«nt tut>o 1 «S i»o 

oXean tzlleo so. d_d wall . " Col- 3, lin«*s 49 - S3l . ) 

*^u.^rfcla«ar , t,±a,o wip*x- *->:tr\a <Jh X/«v i j* not potf It. ^ oxi«aa on, t-3no> 

^ -»=• aj:x*pair«^t tr TJ-fc»iy i« a<=t \i-olX1 y po*it. lon«d on t*»« p> ^ on wn i otl-x 

t*i«=»-v«« down ;»nd -laj^ i n fc >>«£i traxiApfi,c*nt t-vOo« . Tiaiia , tzj l oarl y 

t»ac=n*» r> a_w«y £ rom th«s f lirot lt>:rr\Aaah p>»4B i t J. onad oxi the aactor-ior- wall 
<=>« the eiar^t and o£ t.n*» faorty wli»re A n tn«» :ei*r*»fc Jr>xr-ui«in c:«=>nt-.ac: t « th* 
«l»aft <iX «»f«n«j»sri.-<_ ad «9itp> ei^J- ^ ioally d«n « A..ri«^d J.xx d <ft i rr» X "1 . 

Wi th, *r€kj»TC>«n«-fc t «=> tn-» r«j«ctJ on c.-.^ C-'Xairoo XI and X und^ar 3 5 
CJ . £3 . . S102<n> , mntiolpHitioii srw^ui-row t_n.aL t a ;*in^X «h» jt« C osr«*n<2*» 
dlncloHO* »**.«=:n and <£»-v- nl«m»nt c^»f Applicant ' « claimMd i nvan t i on . 
AJ«rj2Tc> -ZV- V. v^. ry.j&. j:tj f. **-r-rn*t=Jt cnjjJE* J. Tr«Ki« C7&mtn± *r**J.OX*. , a O a . 12d 1471, 

1 "SPQ ^2 cl . 3 ^ -* X , X 3 4 55 (F«<1. CT 1. 3r . X <» & « > . Moreover. 

antloiprttJon i *t not sJtiown #?t-vran if tn« di i: ojrer^<c« a between tr 
<=-3-«* ancJ ttxa j-© f « r~onc:c» aro w irnBuJbef.i*.nfe i.al" «na on*3 »klllod J. -rj tr >i« 

. . J?««^*^C «i-rJt>>a«tar Co 74$ F.2d. 7 O 7 , 71«, 223 0» £>Q 1M7(5 
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«ii-i<=« i.O« w *fi*.-l,XiB 0> i»c=a a f ±X"«t bz uah poo ± t 1oijoc3 oxi t»l« 

«3Ct«i Aoar wmll o.*: fc**** £lar«ir. wiacfl c.-»ff the lj«ciy whwroin t^>io f xrnt 53>3raa<wi^ 

uontacts th« ral-a.«».i: t •laments xx^«ad «rrt«5n<a<s-<a Cl« ±mo lit , th« 

voj *.<^t ion uiirler -"^ -5 XJ . Aal . O . SI 02 < to ) na>«3 to**»<^n ov*jrcot«iBi ami should 

withdrawn . 3STotic« t-c? t>i^»t «»ff«ot J-« jr'*^<arrji«»JBt«i«.'a . 

-Cn f lTx*— o£*d«* ^Vcz» tiion , c^* JE>at«*nt Of f ar«^eetad Cl«lwia» 17, 1« 

axid SO wndox- 3 ^ TJT . 3 . O* . S1Q2 (bj a«i being J«.n tlcip*teci l^V' <3o£T*« JC-^r at 

. ( tLT . £3 . E>at«>nU lSTtf-» . 4, S^O^J, 90^ ) . T'tl* P«t«nC Office «*. X J_«feg«ti. tniatc 

J>m**3roJc m rr>^ e» r: _2 . <liE>uloae < l>* t cxi-i « 3 aarxd -1 > mt=»tno«i 

Cor ma&nurinci Al«plaoMmen.t: <r>£ ex. jnaohinu el«m«nt- , 
cj c^mio x^.-cjr r providing ■» Ynaoninn element <-*0> having a 
lr.oqly Cwitl^-Ln >* O > d^*inin^ on iar^t i ott wn&r*^in tn« body 
hein «n lnt:«vio±r j-«"#*<r: ^ and a Itsngtb d«» C ln<»cl between a 

firxt «nd < 1 ^ If t « idle ) aiicl a o»oond »nd (rigHt c«d.d«) / 
pr«vi<!linci a wna-e t. «^ ;i otnont (16) c?»j.^*v*p1« odC »nov^tn*»nt witnin 
tnd machina 3 »tne-nt ? attacsnlncr a n^ad *sl«m«*nt (at 1R 7 nc>fc 
labeled) to the nlm* t «l«»m«Dnt ; eitt i»c;bii ns? a lignt. wourow 
(44E) tc» tne? machine element on a £ir«t »ld« <=>■£. t-.lna head, 
oloment ; attach! H^tit nc/ritfior- <-4«R> to tlire ma<rnin«!» 
a 1 «m«nr. c?n a w4»c3ond /aide t>a.tfi h«Ad niftm«nt wnwoc-oi 11 tn«a 

f i3i «t oido and th<r ao<=ond ei i d« ar« iz tlie AanvA ^ e^rid 

maanur ing -tnt*n«Bifcy oi: li^nt witnd.n *r n«» -maolnin^; «l«meiit 
jt<=>tti ar*f l«cit«d light d«t*Aot^d fc»y tlx* wanwor . eegaraon et. 
al . altao diacloae < Klyaat «a rn > moving ( 2 fcJ > the a»nA.ft 

«-sl«m«nt r and producing «kn putput ^ i^n-w. 1 *a. » tn*» nhaf t: 
wlrtnunnt. tnov«>«; witn.-tn tno niaahljio o*^_cimcnt . Sagwrison *» t 

al _ £ujrth«tr disclo** ( /3 *.t=« F'jt.'cr 1 ^^* -* > ** ««9«'L (Sft) *xt cs r io-«r- 
t c_j blio niMohlne a 1 camtsnt . 

Howavar , -i ndepen-dent Claim. 17 3retxu.lrof3 a m<atUod tor tn^ttaux-lxig 
diaplACianiont <r> £T cm. m. a oljlri*" «^ X-^mont. navins^ tno at«»s> atte*.^ninfi^ 
Hqrh-t «ou-*rc *u tc-» tn« ma><inino c^X«Twv»n.t can a f Ixut JsidA «=>E tr.ij.^ haad 
«X«ssin«xxt - l?'\iftn«fr, Cl«ltt\ 17 require* tn«- «t«E> «tt«.cjhinq m. a«-sm«<=>^ 
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to the machine element on a second side of the head element wherein 
the first side and the second side are not the same. 

On the contrary, Segrerson et al. merely teach a vehicle height 
sensor and automotive leveling system. Further/ Segerson et al . 
teach "emitter 44E and receiver 44R of emitter-receiver pair 44 are 
mounted in spaced-apart fashion in mounting block 48 and coupled to 
connectors 49." (See Seger&on et al., Col. 5, lines 21-24.) Still 
Further, £&ger$on et al . merely teach ^emitter 44E and receiver 44R 
have lenses 47E and 47R, respectively, and are oriented so as to 
point at shaft 16 running along the central axis of air ahock 40. " 
(See Segex-son et al., Col. 5, lines 21-24.) 

Contrary to the assertions of the Patent Office, Segeraon et 
al * do not teach or suggest a method for measuring displacement of 
a machine element having the steps of attaching a light source to 
the machine element on a first side of the head element and 
attaching a sensor to the machine element on a second side of the 
head element wherein the first side and the second side are not the 
same as required by Claim 17 . Moreover, Segersoxx et al . actually 
teach away from the method defined by Claim 17 because the emitter 
44E and receiver 44R are attached to the same side of the head 
element (at 18; not labeled) . 

With respect to the rejection of Claims 17, 18 and 20 under 35 
TJ.'S.C, §102 (b) , anticipation requires that a single reference 
discloses each and every element of Applicant's claimed invention. 
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Akzo N.V. v. U.S. International Tirade Commission, 808 F.2d 1471, 
1479, 1 USPQ 2d. 1241, 1245 (Fed, Cir. 1986). Moreover, 
anticipation is not shown even if the differences between the 
claims and the reference are * insubstantial" and one skilled in the 
art could supply the missing elements. Structure Rubber Products 
Co. V. P&rk Rubber Co., 749 F.2d. 707, 716, 223 XJSPQ 1264, 1270 

(Fed, Cir. 1984) . 

Since Segerson et al , fail to disclose the steps of attaching 
a light source to the machine element on a first side of the head 
element and attaching a sensor to the machine element on a second 
side of the head element wherein the first side and the second side 
are not the same as defined in Claims 17, the rejection under 35 
U.S.C. §102 (b) is improper and should be withdrawn. Notice to that 
effect is requested. 

In the Office Action, the Patent Office rejected Claims 11, 12 
and 14 under 35 U,S.C. §103 (a) as being unpatentable over Iiowi, Jr. 

(U.S. Patent No. 5,799,629). The Patent Office alleged that: 

Lowi, Jr. discloses (see Figures 1 and 6) an apparatus 
for cleaning a machine component, comprising: a machine 
element (cylinder) having a body (cylinder) defining an 
interior wherein the body has an interior surface and a 
length defined between a first end and a second end; a 
shaft element (piston shaft; 75 of Figure 6) movable 
within the machine element; and a head element (piston) 
attached to the shaft element and adjacent to the 
interior wall of the machine element; and a first brush 
and second brush (77) positioned in contact with the 
shaft element. 2,owi, Jr. does not specifically disclose 
the position of the brush with respect to the body of the 
machine element. However, Lowl, Jr. teaches (see Figure 
1) the head element being able to freely move within the 

-1^- 
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' botly - *X'Jn.v*o , V t wtmld h*v« fc>e»«»n obvi o\acj t_o nelson of 

oacdliiaary »»ti 11 Xn tho t Tz.ti*-> t imo tlie invemtlcm was 

to. pr-ovri «X«£; th« 1> xrxi ra In <es o o£ X*o*vj£ / .7ir- . t an cxt^^rtr X rr>^ 

of tne b«(3y in ox-de ar to not intearf <tre w.ttti tli« movement. 
<=»f tne n**oxd «l«amom-, .s^nd maximize t hro rtto-o~<— «fc>X x-*u»gfc o£ 
•tinea X>.o .f* d clvniant: . 

HO -ve *r , independent Claim 11 , el at amAndLocl , die£iri.«a **n 

appaxatvio £or <=leenin& a mwcliin* component: . Tlie J5ijpx>ca rateun hAB a 

£ir»t V>:rrxi»n P««iti oh«f>cJ on Utt« «ocfcer-ioir v/a 1 1 o± thie itiarrtt end of fcne 
body wnorein th« flriat Jfc>3S-««>a ocntacte tlie »n.» f t element . 

Contrary to t-ne asoeruiens o£ tUe PAt«nt office. JLowi, *_/ar - 
m&.ar «t ly fee a.<=i*es ef. j-*n«fuiral imparoveme n t s t o -uiicoolad,, two-«troke- 
cyc^le, oppc3«oa-pi«t:l. on, unifllow-Baavcnginy inUcmo 1 coml=>-U4B t Ion 
anginna - Moreover,, X.o»»r,i „ LTa- . trachea tliat the i X oat ing narvtsine "7 V 
«.r«s in contact: with tHe loaded w Xde« of ttie ptatoii rod *7 IS «nd are 
c«pl-.urad »:>ri»Xly n».r><-1 tangeiit allly between tne *and pl*t«« «md trtne 
a i<S« platftc whi ch vn«y provi d« y-nnninsj acij uottnifttat for- weA.*r thor-«by 
A-voiding- t-.*x€* envelopment of e^ccrer b cj cleareuicms . 

Moreover, iow^i , ^jer . <X oo? s not t «**.czn o=r- ei xxo;<^ Q« t e.n ^jop ** :*r*«i.t i_x« foir 
ole^nin^ m*i<=rn:i_T^e o on\pon«xit **»-vincf «. f irDU t>jruj» n poainlon*d on tlie 
exta-rior- wain. odC tliw £iret-, end of tn<3 oody wnerein t ^v«s If irst loxrusn 
contact* tii« «>i» t clcniont r«<gai1.arert 5=>y C*lo.im 11 . FiAarfeJi»ar, X-ow^/. „ 

*7>- . £*c^ t i-i-a X Xy te-«cii«<»B Awaty from tU« f X:*rr» t !fc>men poeitioaad on. *xn 
«>ct;«riotr ww.ll <->f tVie Cir»t end oC t"i-v« fc>ody wh«j-eirk th.© £irat fc>*ria*lx 
contactm tn#» #snj% t t el em«nt neo^une the fc**rxx#»n V V X o £>o«ri t toner! on 
interior oux f ace of: the t»oay in oont **.<=t thrt na ±: wlemant . 
Mort ep«cif lcaiiy. l^ovi, . teachow rot ^t iona.1 reatr*lnt about t:ha 



aoci« of the tollower/pi otion a»3o<i-nibly i « provided oy the fit of th« 
sr«ctancju1 ^ <^ t ion X"Od V S dn its otmdlitriy pxopottj <rr>xied croaahead 

nee^incyu -7-7 and vs. ox « , Lowi . j * r , ttte*reXy te-^^n^w that the 

brushes v*7 mu»t no po»it.iox^d wit-hin tn«t body in contact wrL ti> 

t^lrxo cine».l:t ^X^we-nt to aliminatw r.h^ n««=:<a to^r additional rollerw 
^na/oir rail«. Thua, r.6vi, . olo*rly t«a<-n«o awAy £arom tlio fir»t 

brtl,! » h oo»it ion«*d on the «>:t «s»i: J. or waia of tlxe first: «-nd of t««- body 
whertXn tno ^i.-er»t n«rxa«n crantacCw tn«». eUaTt «lnme-nt «\a> spoeifioally 
defined try- claim XX- 

Mo-^«o-v«,^ , with reflpoct to tnet irejec-tio« of Claim« XX, XS **nd 
X-ft xxndcar 3B U . S . C . s Q 3 C * > , on«- oU ordinary akill An t>x«, «rt would 
n^v^ar ^>«on motivnted to modify Z,owi, , in tli« TOarxnor 

aug<?«ot.ed toy tnci Patnnr 0££i.c** in formulating the xr*a j aoc ,-t.on o£ tn*» 
cXaiT«« x^nd^^ 3SXJ.3-C- SX03 (a > . I t i*» aubmittad ttiat tn« 

cr^etetion wndcz- ©XOc* io whether tixc» «art would uu^gnat t.n« claimed 
inv«nt ion to »n« <z>£ ordinasry »lcill in tnio o.art - Tn t-^ s t 4ex 
*=*.iid X 3 8 '7 # X -7-4 TJSPQ XX<1 < 1»7») . 

That *l*t«^xxta , ovon ai»f.inguiahing «ilatnontf3 # d -f ooio-sed in 

fcn» art x m A lon«» inouf £i«i«nt . X t is oommon to find olem«nt» 

Bomawhero in tne art . Mo»r-eo-v«3r , most if not all «l«m«vxits perform 
thoir oidainad And expected £^motionm . 'Xn^» t «at i» wn«atne^r *rno 

A:ri ' Xr « xxt:L< = >jn - ^ vrnc»l«a, in light: o£ the t«E*onin S « of tlao reference in 

it.** entir«r-y , would have oee*n ol»-v-lou« to on«» of ordinary «kill in 
tn«r art «t the time trne invent ion wm» m^tdo . Conr?^ X 1 , f;^^ . 
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Roe >uck & Co. . 722 F.2d 1542, 220 USPQ 193 (Fed, Cir. 1983). 

It is insufficient that the art disclosed components of 
Applicants' invention. A teaching, suggestion, or incentive must 
exist to make the modification made by Applicant. Interconnect 
Planning Corp. v. Peil . 774 F.2d 1132, 1143, 227 USPQ 543, 551 
(Fed. Cir. 1988) . 

In view of the foregoing remarka and amendments, Applicant 
respectfully submit the rejection of Claims 11, 12 and 14 under 35 
U,S.C §103 (a) has been overcome and should be withdrawn. Notice 
to that effect is requested. 

With respect to the rejection of Claims 2, 3 and 10 under 35 
U,S*C. §103 (a) as being unpatentable over Mori et al . in view of 
Smietana, Applicant respectfully submits that the rejection has 
been overcome for the same reasons set forth above since neither 
Mori et al . nor Smietana, taken singly or in combination, teach or 
suggest the light source on the interior surface of the machine 
element and the sensor on the interior surface of the machine 
element as specifically defined in Claim 1. Notice to that effect 
is requested. 

With respect to the rejection of Claims 4 and 6 under 35 
U.S.C. §103 (a) ae being unpatentable over Marx et al . in view of 
Low±, Jr., Applicant respectfully submits that the rejection has 
been overcome for the same reasons set forth above since neither 
Mori et al* nor Lowi, Jr., taken singly or in combination, teach or 
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suggest the light source on the interior surface of the machine 
element and the sensor on the interior * surface of the machine 
element as specifically defined in Claim 1* Notice to that effect 
is requested. 

With respect to the rejection of Claim 7 under 35 
§103 (a) as being unpatentable over Mori et al. in view of Lowi, Jr. 
and further in view of Brunet et al., Applicant respectfully 
submits that the rejection has been overcome for the same reasons 
set forth above since none of Mori et al-, howi, Jr. or Brunet et 
al r/ taken singly or in combination, teach or suggest the light 
source on the interior surface of the machine element and the 
sensor on the interior surface of the machine element as 
specifically defined in Claim 1. Notice to that effect is 
requested. 

With respect to the rejection of Claim 8 under 35 U.S,C, 
|§103(a) as being unpatentable over Mori et al . , Applicant 
respectfully submits that the rejection has been overcome for the 
same reasons set forth above since Mori et al . do not teach or 
suggest the light source on the interior surface of the machine 
element and the sensor on the interior surface of the machine 
element as specifically defined in Claim 1. Notice to that effect 
is requested. 

With respect to the rejection of Claim 13 under 35 U.S.C* 
Sl03(a) as being unpatentable over Lowi, Jr. in view of Smietan&, 

-20- 
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Applicant respectfully submits that the rejection has been overcome 
for the same reasons set forth above since neither Lowi, Jr. nor 
Smie tana, taken singly or in combination, teach or suggest the 
first brush positioned on the exterior wall of the first end of the 
body wherein the first brush contacts the shaft element as defined 
in Claim 11. Notice to that effect is requested. 

With respect to the rejection of Claims 15 and 16 under 35 
U.S.C. §103 (a) as being unpatentable over Lov/i, Jr. in view of Mori 
et al. f Applicant respectfully submits that the rejection has been 
overcome for the same reasons set forth above since neither Lowi, 
Jr. nor Mori et a!., taken singly or in combination/ teach or 
suggest the first brush positioned on the exterior wall of the 
first end of the body wherein the first brush contacts the shaft 
element as specifically defined in Claim 11. Notice to that effect 
is requested. 

With respect to the rejection of Claim 19 under 35 U.S.C, 
§103 (a) as being unpatentable over Segexrsozi et al,, Applicant 
respectfully submits that the rejection has been overcome for the 
same reasons set forth above since Segeraon et al . do not teach or 
suggest the steps of attaching a light source to the machine 
element on a first side of the head element and attaching a sensor 
to the machine element on a second side of the head element wherein 
the first side and the second side are not the same as specifically 
defined in Claim 17. Notice to that effect is requested. 

-21- 
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With respect to the rejection of Claims 21 and 22 under 35 
U*S,C. §103 (a) as being unpatentable over Segerson et al . in view 
of Lowi, Jr., Applicant respectfully submits that the rejection has 
been overcome for the same reasons set forth above since neither 
Segerson et al. nor Lowi, Jr., taken singly or in combination, 
teach or suggest the steps of attaching a light source to the 
machine element on a first side of the head element and attaching 
a sensor to the machine element on a second side of the head 
element wherein the first side and the second side are not the aame 
as specifically defined in Claim 17. Notice to that effect is 
requested. 

Moreover, none of the above-mentioned references, either 
singly or in combination , teach the elements of independent Claims 
1, 11 and 17. Claims 2-10 depend from Claim 1; Claims 12-16 depend 
from Claim 11; and Claims 18-22 depend from Claim 17. These 
claims are further believed allowable over the references of 
records since each sets forth additional structural elements and 
novel steps of Applicant's apparatus, system and method for 
position monitoring and/or cleaning of a machine element. 

In view of the foregoing remarks and amendments, Applicant 
respectfully submits that all of the claims in the application are 
in allowable form and that the application is now in condition for 
allowance. Further, Applicant submits that neither further search 
nor consideration would be necessitated by entry of this Amendment; 
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therefore, entry of this Amendment is proper and should be 
effected. 

If, however, any outstanding issues remain, Applicant urges 
the Patent Office to telephone Applicant's attorney so that the 
same may be resolved and the application expedited to issue. 
Applicant requests the Patent Office to indicate all claims as 
allowable and to pass the application to issue. 



Respectfully submitted, 




ATTORNEY FOR APPLICANT 
Patent a +TMS 

A Professional Corporation 
1914 North Milwaukee Avenue 
Chicago, Illinois 60647 
Telephone; (773) 772-6009 

CERTIFICATE OP MAILING 

I hereby certify that this Amendment Aft*r Final is being 
deposited with the United States Postal Service as First Class Mail 
in an envelope addressed to Mail Stop Non-Fee Amendment , 
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